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DETAILED ACTION 

Election/Restrictions 

Newly submitted claims 23-25 directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: the claims are 
drawn to a tool having a gripping surface with housing and wherein the outer surface of 
conduit forms gripping surface which is drawn to a distinct invention. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 23-25 withdrawn from consideration as 
being directed to a non-elected invention. See 37 CFR 1 .142(b) and MPEP § 821 .03. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-5,9,11-20,22 rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The claim limitations of the annular gap 
having a radial extent smaller than diameter of the shaft was not originally disclosed in 
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the specification. There is no supporting disclosure that limits the radial extent at all, 
nor any extent compared to the diameter of shaft. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-5, 11-19 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 , what is the 'radial extent of annular gap' measured from? It's unclear 
how the radial extent of the annular gap is smaller than diameter of shaft. The annular 
gap is around the shaft and therefore cannot be smaller. This is considered new matter 
not originally disclosed. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3, 9,1 1-20 rejected under 35 U.S.C. 102(b) as being clearly anticipated 
by lzumisawa-5,91 9,085. 

Izumisawa discloses a hand-held power sander comprising a housing (1,35), 
motor for driving a shaft (25) extending in longitudinal direction, a first suction conduit 
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(42) within housing and having a chamber portion (41 ) extending longitudinally and 
surrounding and adjoining spindle (25) and past a bearing flange (the outer surface of 
spindle 25 that extends down into housing 35, also the disc shaped portion that is not 
labeled but sits at the base of 25 above pad 28 can be considered a bearing flange) and 
acting as an intake at a face of the housing that forms an annular gap at the face end of 
housing between housing and bearing flange and extends perpendicular to longitudinal 
direction, the suction conduit extending along underside of motor (1 1,12,13), to an outlet 
stub (end where 42 joins 43), a tool receptacle (28) having a suction opening (30) 
(second suction conduit) directly coupled to conduit (42) via a region that is open toward 
outside of tool (47). The open region is considered the area between the top of 28 and 
the slanted section of housing 40 (where the line touches on Fig 1). Regarding the 
radial extent of the annular gap, this is unclear from the claims and as best understood, 
Izumisawa reads on this. In regard to claim 16, conduit (42) can be sectioned anywhere 
and one section can have radial extent smaller than another section radial extent. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4,5,22 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Izumisawa, alone. 
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Izumisawa discloses a hand-held power sander as detailed above, but 
does not disclose inner radial region of conduit to be less than 1 cm nor the axial gap 
size. However, both of these limitations, the inner radial distance and the gap size, 
would have been obvious design expedients and within the level of one of ordinary skill 
in the art. 

Response to Arguments 

Applicant's arguments filed 3-8-10 have been fully considered but they are not 
persuasive. The restriction of claims 23-25 is upheld. The limitations of the gripping 
surface and conduit being surrounded by a gripping surface is a distinct invention, and 
furthermore claim 23 does not include all limitations of claiml and does not mere call 
out a species. Claim 1 regarding the annular gap size is unclear and not understood 
how the gap, which surrounds the shaft can be smaller than the shaft diameter. This 
limitation is new matter that was not originally disclosed. Applicant argues that the shaft 
16 does not pass through the gap. However, this is confusing since the gap is 'between 
the bearing flange of shaft and the housing', the shaft extends through the bearing and 
therefore this does not make sense. The original disclosure does not support this 
anyway, page 5, lines 6-10 mention nothing of the radial extent or the radial extent 
compared to shaft diameter. The open region is considered the area between the top of 
28 and the slanted section of housing 40 (where the line touches on Fig 1). The region 
of 47 has a part which is oriented downward but part of 47 is radial and perpendicular to 
shaft and therefore reads on the claimed limitations and is a proper 102 reference. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eileen P. Morgan whose telephone number is 
571 .272.4488. The examiner can normally be reached on Monday-Thursday, 7am- 
3:30pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Hail can be reached on 571.272.4485. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

EM 

March 11, 2010 



/Eileen P Morgan/ 

Primary Examiner, Art Unit 3723 



